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REMARKS/ARGUMENTS 

Favorable reconsideration of this application in light of the following discussion is 
respectfully requested. 

Claims 14-23 are pending in the present application. No claims have been amended, 
added, or canceled by the present response. 

In the outstanding Office Action, the Office Action mailed September 9, 2004, was 
vacated; Claims 14-16 and 19-21 were rejected under 35 U.S.C. § 103(a) as unpatentable 
over Plan (U.S. Patent No. 6,1 14,843) in view of Nguyen (U.S. Patent No. 6,014,042); 
Claims 17, 18, 22, and 23 were indicated as allowable if rewritten in independent form; and 
the Information Disclosure Statement (IDS) filed on May 28, 2004, has not been considered. 

Applicant thanks the Examiner for the indication of allowable subject matter. 
However, Applicant believes that independent Claims 14 and 19, from which Claims 17, 18, 
22, and 23 dependent, are allowable and therefore, Claims 17, 18, 22, and 23 are maintained 
in dependent form. 

Regarding the IDS, Applicant respectfully submits that a copy of the front page 
(which includes a drawing) of the Chinese reference listed on the PTO-1449 form together 
with an English translation of the Chinese Office Action citing the Chinese reference have 
been filed on May 28, 2004. In addition, the PTO-1449 form lists the Chinese reference 
having a document no. 1 186344 and not the Chinese Office Action. Copies of the PTO-1449 
form, the front page of the Chinese reference, and the English translation of the Chinese 
Office Action filed with the IDS are provided for the Examiner's convenience. Applicant 
respectfully requests the Examiner to initial and return the PTO-1449 form as considered. 

Regarding the rejection of Claims 14-16 and 19-21 under 35 U.S.C. § 103(a) as 
unpatentable over Olah in view of Nguyen , that rejection is respectfully traversed for the 
following reasons. 
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Briefly recapitulating, independent Claim 14 is directed to a semiconductor integrated 
circuit that includes a power supply voltage step down circuit and a MOS circuit group. The 
power supply voltage step down circuit is supplied with a power supply voltage and outputs 
an internal power supply voltage lower than the power supply voltage to an internal power 
supply line. The MOS circuit group is supplied with the internal power supply from the 
internal power supply line. The power supply voltage step down circuit estimates an amount 
of gate leakage currents flowing in the MOS circuit group and lowers the internal power 
supply voltage as the estimated amount of the gate leakage currents becomes large. 
Independent Claim 19 recites similar features as Claim 14. 

In a non-limiting example, Figure 1 shows the semiconductor integrated circuit 
having the power supply voltage step down circuit 1 and the MOS circuit group 3. In another 
non-limiting example, Figure 4 shows how the amount of gate leakage currents flowing in the 
MOS circuit group is estimated. 

The semiconductor integrated circuit of Claims 14 and 19 advantageously maintains 
approximately constant a total amount of gate leakage currents in the MOS circuit group 
independent of non-uniformities of the manufacturing process of the integrated circuit. 1 

Turning to the applied art, Olah shows in Figure 3 a voltage regulator circuit 2200 that 
reduces an external supply voltage Vccext to an internal supply voltage Vccint, which is 
smaller than the external supply voltage Vccext. Further, Olah discloses at column 6, lines 
50-67, that the internal supply voltage Vccint is tuned by a tuning circuit 320 and at column 
9, lines 51-54, that a capacitor 333 is provided for improving a transient response and output 
stability. 

However, Olah does not teach or suggest that the voltage regulator circuit (i) 
estimates an amount of gate leakage currents flowing in a MOS circuit group, and (ii) lowers 

1 Specification, page 19, lines 21-29. 
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an internal power supply voltage as the estimated amount of the gate leakage currents 
becomes large, as required in independent Claims 14 and 19. Olah is silent whether the 
voltage regulator circuit 2200 lowers an internal power supply based on an estimated gate 
leakage. 

Further, the outstanding Office Action states in the paragraph bridging pages 2 and 3 
that "Olah does not expressly disclose that capacitor 333 is a 'dummy MOS transistor of 
which a source and of which a drain are connected to each other'." 

The outstanding Office Action relies on Nguyen for teaching a capacitor in a CMOS 
circuit that is typically made of a MOS structure. However, Nguyen does not teach or 
suggest a power supply voltage step down circuit that estimates an amount of gate leakage 
currents flowing in a MOS circuit group and lowers an internal power supply voltage as the 
estimated amount of the gate leakage currents becomes large, which is also lacking in Olah . 
Thus, the combination of Olah and Nguyen does not teach or suggest the features of Claims 
14 and 19 discussed above. 

Further, the outstanding Office Action states in the paragraph bridging pages 2 and 3 
that "it would have been obvious for one skilled in the art to use a capacitor-connection MOS 
transistor for capacitor 333 for the unexpected advantage of minimizing manufacturing 
steps." However, there is insufficient evidence for a motivation to modify the voltage 
regulator circuit of Olah by incorporating the capacitor of Nguyen for the following reasons. 2 

The record does not provide the required evidence of a motivation for a person of 
ordinary skill in the art to perform such modification. Nguyen fails to suggest why a person 

2 See MPEP 2143.01 stating "[o]bviousness can only be established by combining or modifying the teaching of 
the prior art to produce the claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one of ordinary skill in the 
art," (citations omitted). See also MPEP 2144.08 III stating that "[e]xplicit findings on motivation or suggestion 
to select the claimed invention should also be articulated in order to support a 35 U.S.C. 103 ground of rejection. 
. . Conclusory statements of similarity or motivation, without any articulated rational or evidentiary support, do 
not constitute sufficient factual findings." 
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of ordinary skill in the art would be motivated to incorporate a capacitor having a MOS 
structure in a voltage regulating circuit such as the one disclosed in Olah. In addition, 
Nguyen is not concerned with reducing the manufacturing steps. 

Further, Olah is not concerned with reducing the manufacturing steps and also does 
not teach or suggest that further improvement is desired, nor that another feature should be 
added to further improve the voltage regulator circuit. 

Therefore, Olah and Nguyen do not provide the motivation to perform the proposed 
modification of the device of Olah . In other words, an attempt to bring in the isolated 
teaching of Nguyen into the device of Olah would amount to improperly picking and 
choosing features from different references without regard to the teachings of the references 
as a whole. 3 While the required evidence of motivation to combine need not come from the 
applied references themselves, the evidence must come from somewhere within the record. 4 
In this case, the record fails to support the proposed modification of the device of Olah . 

Accordingly, Applicant respectfully submits that independent Claims 14 and 19 and 
each of the claims depending therefrom patentably distinguish over Olah and Nguyen , either 
alone or in combination. 



3 See In re Ehrreich 590 F2d 902, 200 USPQ 504 (CCPA, 1979) (stating that patentability must be addressed "in 
terms of what would have been obvious to one of ordinary skill in the art at the time the invention was made in 
view of the sum of all the relevant teachings in the art, not in view of first one and then another of the isolated 
teachings in the art," and that one "must consider the entirety of the disclosure made by the references, and 
avoid combining them indiscriminately.") 

4 In re Lee, 277 F.3d 1338, 1343-4, 61 USPQ2d 1430 (Fed. Cir. 2002) ("The factual inquiry whether to combine 
references . . . must be based on objective evidence of record. . . . [The] factual question of motivation . . . cannot 
be resolved on subjective belief and unknown authority. . . . Thus, the Board must not only assure that the 
requisite findings are made, based on evidence of record, but must also explain the reasoning by which the 
findings are deemed to support the agency's conclusion"). 
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Consequently, in light of the above discussion, the present application is believed to 
be in condition for allowance and an early and favorable action to that effect is respectfully 
requested. 



Respectfully submitted, 
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